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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time nnay be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 10 February 2004 , 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quay/e, 1935 CD. 11, 453 O.G. 213. 
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4) S Claim(s) 25,26.29 and 32-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) 25,26,29 and 32-51 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 
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9) n The specification is objected to by the Examiner. 

10) 13 The drawing{s) filed on 23 September 1999 is/are: a)l2] accepted or b)n objected to by the Examiner. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1,114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1,114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on January 26, 2004 has been entered. 

Response to Amendment and Arguments 

2. Applicant's amendment filed on February 10, 2004 has been entered and made of record 

3. In view of applicant's amendment, the 112 second paragraph rejections are withdrawn. 

4. Applicant's arguments have been fully considered, but they are not deemed to be 
persuasive for at least the following reasons. 

Applicants state (page 8) that the "112 rejection with respect to claim 25 's recitation of 
'combined data' is respectfully traversed". Applicants provide Fig. lOA and page 10, lines 10- 
15 as support for the limitation. The Examiner notes that figure lOA discloses the steps: 
"retrieve auxiliary information, compress data, re-embed auxiliary information in compressed 
data". The Examiner further notes that page 10, lines 10-15 disclose the steps of how the 
auxiliary information is retrieved from the data. Therefore, in view of figure lOA and the cited 
portion of the applicant's specification, the position of the Office remains that the applicant's 
specification is non-enabling in regards to the limitation of "compressing the combined data". 
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The Examiner notes that the "combined data" in claim 25 is defined as "the non-compressed 
form including the auxiliary information" (lines 4-5). The Examiner was unable to find an 
instance in the applicant's specification that provides enabling support for compressing the non- 
compressed form including the auxiliary information. 

5. Applicant's arguments with respect to the art based rejections for claims 25, 26, 33, 37, 
40, 51 have been considered and are addressed in the art rejections below. 

Claim Objections 

6. Claim 51 is objected to because of typographical errors. It appears that the applicant 
intended the limitation "(b)" in line 8 to read "(c)". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

7. Claims 25, 29 and 36 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Referring to claim 25, the limitations "compressing the combined data" in line 8, and 
"embedding the auxiliary information in the compressed combined data, whereby the 
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compressed combined data comprises the auxiliary information embedded therein" in lines 9-1 1 
are non-enabling because there is no sufficient support in the specification. The Examiner notes 
that the "combined data" in claim 25 is defined as "the non-compressed form including the 
auxiliary information" (lines 4-5). The Examiner was unable to find an instance in the 
applicant's specification that provides enabling support for compressing the non-compressed 
form including the auxiliary information, and embedding the auxiliary information in the 
compressed combined data. 

Referring to claim 36, the phrase "the data signal includes the auxiliary information 
embedded therein during said compressing step" is not supported by the specification. The 
Examiner was unable to find enabling support for compressing the data signal that includes the 
auxiliary information embedded therein. 

Claims not mentioned specifically depend fi'om non-enabling antecedent claims. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention, 

8. Claims 25, 29 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Referring to claim 25, the phrase "the embedded data initially comprising... wherein the 
combined data comprises..." in lines 2-5 renders the claim indefinite because it is unclear what 
the difference is between the "embedded data" and the "combined data". At first glance, it 
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appears that the difference is that the "embedded data" comprises auxiliary information 
embedded therein , while the "combined data" comprises auxiliary information that is included . 
However, lines 9-10 recite "whereby the compressed combined data comprises the auxiliary 
information embedded therein", implying that the "combined data" also comprises the auxiliary 
information embedded therein. Therefore, the claim is considered indefinite because it is unclear 
what the difference is between the "embedded data" and the "combined data". 

Claims not mentioned specifically depend from indefinite antecedent claims. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 25, 29, 33-36, 40-50 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of the article entitled "Digital Watermarking of Raw and Compressed 
Video" by Hartung et al. ("Hartung"), and Nakano et al, U.S. Patent No. 6,298,142 ("Nakano"). 

Referring to claim 25 as best understood, Hartung discloses a method of embedding 
auxiliary information in data, wherein the auxiliary information is not lost with compression of 
the embedded data (page 6, part e under "ATTACKS AGAINST WATERMARKS, AND 
REMEDIES. Hartung explains that the watermark should be robust against being removed or 
destroyed due to compression), the embedded data initially comprising a non-compressed form 
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including the auxiliary information embedded therein, and wherein the combined data comprises 
the non-compressed form including the auxiliary information, the method comprising: 

a. retrieving the auxiliary information from the combined data (page 3, third line 
from the bottom. It is noted that recovering the hidden information is interpreted as being 
analogous to retrieving the auxiliary information. Hartung also discloses that the auxiliary 
information has been inserted into the non-compressed data in an initial step), 

b. compressing the combined data [page 4, Hartung discloses compressing video 
data into MPEG format, and page 6, part e under the section "ATTACKS AGAINST 
WATERMARKS, AND REMEDIES, Hartung explains that the watermarked (combined) data is 
compressed]. 

Hartung further discloses the step of embedding the auxiliary information in compressed 
data, (page 4. Hartung teaches embedding watermark data into compressed MPEG data), but 
does not explicitly disclose that the auxiliary information is embedded in the compressed 
combined data. However, the Examiner notes that this would have been an obvious feature in 
Hartung for at least the following reasons: 

It was exceedingly well known in the art that compressing data which contains 
watermark information resulted in the lost of the watermark information. For example, Nakano 
explains that compressing data that contains auxiliary (watermark) information results in the lost 
of the auxiliary (watermark) information due to the compression process (Nakano, col. 2, lines 
42-49). Therefore, compressing the combined data (step b) as taught by Hartung, results in the 
auxiliary information being lost. 
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The Examiner notes that robustness, which is defined as the resistance against a 
watermark data being lost, is considered an inherent feature of a watermark (because a 
watermark that can be removed will defeat the purpose of embedding the watermark). 
Therefore, it would have been obvious and desirable to embed the auxiliary information in the 
compressed combined data, in order make sure that the data in compressed form contains the 
same auxiliary information as the original un-compressed data, and to further ensure that the data 
(either in compressed or non-compressed form) always contains the auxiliary information for 
complete protection against unauthorized use (Hartung, page 1 under the Introduction). 

Referring to claim 29, Hartung further discloses that the compression comprises encoding 
(page 4. As described above, Hartung discloses compressed video data in MPEG format. It is 
noted that MPEG data is a form of encoded video data). 

Referring to claim 33, Hartung discloses a method comprising: 

a. retrieving auxiliary information from a data signal, wherein the auxiliary 
information is encoded in the data signal, and wherein the auxiliary information is retrieved from 
the data signal while the data signal comprises a non-compressed form (page 3, third line from 
the bottom. It is noted that recovering the hidden information is interpreted as being analogous 
to retrieving the auxiliary information) 

b. compressing the data signal [page 4, Hartung discloses compressing video data 
into MPEG format, and page 6, part e under "ATTACKS AGAINST WATERMARKS, AND 
REMEDIES, Hartung explains that the data signal is compressed]. 

Hartung further discloses the step of embedding the retrieved auxiliary information in the 
compressed data signal, but does not explicitly disclose embedding the retrieved auxiliary 
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information in the compressed data signal. However, the Examiner notes that this would have 
been an obvious feature in Hartung for at least the following reasons: 

It was exceedingly well known in the art that compressing data that contains watermark 
information resulted in the lost of the watermark information. For example, Nakano explains 
that compressing data that contains auxiliary (watermark) information results in the lost of the 
auxiliary (watermark) information due to the compression process (Nakano, col. 2, lines 42-49). 
Therefore, compressing the data signal (step b) as taught by Hartung, results in the auxiliary 
information being lost. 

The Examiner notes that robustness, which is defined as the resistance against a 
watermark data being lost, is considered an inherent feature of the watermark (because a 
watermark that can be removed will defeat the purpose of embedding the watermark). 
Therefore, it would have been obvious and desirable to embed the retrieved auxiliary information 
in the compressed data signal, in order make sure that the data in compressed form contains the 
same auxiliary information as the original un-compressed data, and to further ensure that the data 
(either in compressed or non-compressed form) always contains the auxiliary information for 
complete protection against unauthorized use (Hartung, page 1 under the Introduction). 

Referring to claim 34, Hartung further discloses that the auxiliary information is 
steganographically retrieved from the non-compressed data signal (page 3. It is noted that the 
recovery of hidden information as disclosed by Hartung, meets the limitation of 
steganographically retrieving the information, as disclosed in the claim, since the applicant states 
that "in steganography, a message is hidden within another object or media" on page 2, line 29- 
30 of the specification). 
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Referring to claim 35, Hartung further discloses that the auxiliary information is 
embedded in the compressed data signal in the form of a steganographic watermark (page 4). 

Referring to claim 36, Hartung further discloses that the data signal includes the 
auxiliary information embedded during the compressing step [page 4, Hartung discloses 
compressing video data into MPEG format, and page 6, part e under "ATTACKS AGAINST 
WATERMARKS, AND REMEDffiS, Hartung explains that the data signal including the 
embedded auxiliary information s compressed]. 

Referring to claim 40, Hartung discloses a method comprising: 

a. retrieving auxiliary information from an original data signal, v^herein the auxiliary 
information is encoded in the original data signal (page 3, third line from the bottom. It is noted 
that recovering the hidden information is interpreted as being analogous to retrieving the 
auxiliary information. Hartung also discloses that the auxiliary information has been encoded in 
the non-compressed data in an initial step) 

b. performing a transformation on the original data signal to create a transformed 
data signal (page 4. It is noted that the compression of video data to a MPEG format, as 
disclosed by Hartung, inherently includes a transformation of the original data, for example, 
DCT is defined as a transformation). 

Hartung does not explicitly disclose the step of embedding the retrieved auxiliary 
information in the transformed data signal. However, the Examiner notes that this would have 
been an obvious feature in Hartung for at least the following reasons: 

It was exceedingly well known in the art that compressing data that contains watermark 
information resulted in the lost of the watermark information. For example, Nakano explains 
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that compressing data that contains auxiliary (watermark) information results in the lost of the 
auxiliary (watermark) information due to the compression process (Nakano, col. 2, lines 42-49). 
Therefore, transforming (compressing) the data signal (step b) as taught by Hartung, resuUs in 
the auxiliary information being lost. 

The Examiner notes that robustness, which is defined as the resistance against a 
watermark data being lost, is considered an inherent feature of the watermark (because a 
watermark that can be removed will defeat the purpose of embedding the watermark). 
Therefore, it would have been obvious and desirable to embed the retrieved auxiliary information 
in the transformed data signal, in order make sure that the data in compressed (transformed) form 
contains the same auxiliary information as the original un-compressed data, and to further ensure 
that the data (either in compressed or non-compressed form) always contains the auxiliary 
information for complete protection against unauthorized use (Hartung, page 1 under the 
Introduction). 

Referring to claim 41, see the rejection of at least claim 34 above. 

Referring to claims 42 and 43, see the rejection of at least claim 35 above. 

Referring to claim 44, Hartung fails to explicitly state that the transformation causes the 
auxiliary information not to be detectable from the transformed data signal. However, since the 
auxiliary information disclosed by Hartung is a digital watermark that should be invisible (page 
3, line 1), it would have been obvious for the auxiliary information not to be detectable as a 
resuh of the transformation. 

Referring to claim 45, see the rejection of at least claim 41 above. 

Referring to claims 46 and 47, see the rejection of at least claim 42 above. 
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Referring to claim 48, Hartung further discloses that the embedding of the retrieved 
auxiliary information in the transformed data signal uses a robust embedding method for the 
transformed data signal (page 6, section 5 titled "Attacks against Watermarks, and Remedies") 
that enables detection of the auxiliary information by a detector (page 3, lines 14-15). 

Referring to claim 49, see the rejection of at least claim 42 above. 

Referring to claim 50, see the rejection of at least claim 41 above. 

10. Claims 26, 30, 32, 37-39 and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the article entitled "Digital Watermarking of Raw and Compressed Video" by 
Hartung et al. ("Hartung"). 

Referring to claim 26, Hartung discloses a method of embedding auxiliary information in 
data, wherein the auxiliary information is not lost with decompression of the data from a 
compressed form to a non-compressed form, and wherein the compressed form of the data 
includes the auxiliary information, the method comprising: 

a. retrieving the auxiliary information from the compressed form of the data (page 3, 
paragraph above section 3. Hartung discloses a watermark detector for compressed video) 

b. decompressing the compressed form to yield the non-compressed form of the data 
[pages 6-7. Hartung explains that the input MPEG-2 bitstream (compressed form) is decoded 
(decompressed)] 

c. steganographically embedding the auxiliary information in non-compressed form, 
whereby the non-compressed form of the data comprises the auxiliary information embedded 
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therein (page 7, above figure 4. Hartung explains that the watermark is embedded in the non- 
compressed data). 

Hartung discloses watermarking techniques for compressed data (step a) and non- 
compressed data (steps b and c), but does not explictly combine steps a, b, and c into a single 
method. However, Hartung explains that the watermarking algorithm works interoperable and is 
fully compatible for both compressed and uncompressed data (page 8). Therefore, it would have 
been obvious to combine Hartung' s watermarking technique for compressed data (step a) with 
his watermarking technique for non-compressed data (steps b and c), in order to provide a 
flexible watermarking algorithm that can embed auxiliary information in both compressed and 
non-compressed data, and provide robustness against attacks attempting to remove the 
watermark, and to further ensure that the data (either in compressed or non-compressed form) 
always contains the auxiliary information for complete protection against unauthorized use (page 
1, under the Introduction). 

Referring to claim 32, Hartung further discloses that the decompressing comprises 
decoding (bottom of page 6). 

Referring to claim 37, Hartung discloses a method comprising: 

a. retrieving auxiliary information from a data signal, wherein the auxiliary 
information is encoded in the data signal, and wherein the auxiliary information is retrieved from 
the data signal while the data signal comprises a compressed form (page 3. Hartung discloses a 
watermark detector for compressed video) 
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b. decompressing the compressed data signal to yield a de-compressed data signal 
[pages 6-7. Hartung explains that the input MPEG-2 bitstream (compressed form) is decoded 
(decompressed)]. 

Hartung further discloses the step of embedding the auxiliary information in the de- 
compressed data signal (page 7, above figure 4. Hartung explains that the watermark is 
embedded in the non-compressed data), but does not explicitly disclose embedding the retrieved 
auxiliary information. However, the Examiner notes that it would have been obvious and 
desirable to embed the retrieved auxiliary information in the de-compressed data signal, in order 
make sure that the data in de-compressed form contains the same auxiliary information as the 
data in compressed form, and to further ensure that the data (either in compressed or non- 
compressed form) always contains the auxiliary information for complete protection against 
unauthorized use (Hartung, page 1 under the Introduction). 

Referring to claim 38, Hartung further discloses that the auxiliary information is 
steganographically encoded in the de-compressed data signal (page 7, above figure 4, Hartung 
explains that the watermark is steganographically encoded in the de-compressed data). 

Referring to claim 39, see the rejection of at least claim 38 above. 

Referring to claim 51, Hartung discloses a method of embedding auxiliary information in 
data in which the auxiliary information is not lost with decompression of the data from a 
compressed form to a non-compressed form, wherein the compressed form includes the auxiliary 
information, the method comprising: 

a. retrieving the auxiliary information from the compressed form (page 3, paragraph 
above section 3. Hartung discloses a watermark detector for compressed video) 
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b. decompressing the compressed form to yield the non-compressed form [pages 6- 
7. Hartung explains that the input MPEG-2 bitstream (compressed form) is decoded 
(decompressed)] 

c. embedding the auxiliary information in non-compressed form, wherein the non- 
compressed form of the data comprises the auxiliary information embedded therein, and wherein 
the non-compressed form including the auxiliary information embedded therein comprises digital 
data (page 7, above figure 4. Hartung explains that the watermark is embedded in the non- 
compressed digital data). 

Hartung discloses watermarking techniques for compressed data (step a) and non- 
compressed data (steps b and c). However, Hartung does not explictly combine steps a, b, and c 
into a single method. Hartung explains that the watermarking algorithm works interoperable and 
is fully compatible for both compressed and uncompressed data (page 8). Therefore, it would 
have been obvious to combine Hartung' s watermarking technique for compressed data (step a) 
with his watermarking technique for non-compressed data (steps b and c), in order to provide a 
flexible watermarking algorithm that can embed auxiliary information in both compressed and 
non-compressed data, and provide robustness against attacks attempting to remove the 
watermark, and to further ensure that the data (either in compressed or non-compressed form) 
always contains the auxiliary information for complete protection against unauthorized use (page 
1, under the Introduction). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles Kim whose telephone number is 703-306-4038, The 
examiner can normally be reached on Mon thru Thurs 8:30am to 6pm and alternating Fri 9:30am 
to 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Amelia Au can be reached on 703-308-6604. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



ck 

February 24, 2004 




